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Art Unit: 2623 

Specification 

1 . The specification is objected to because it fails to comply with 37 CFR 1 .52(b)(6). 
The paragraph numbering should consist of at least four numerals enclosed in square 
brackets, including leading zeros (e.g ., [0001]). 

Appropriate correction is required. 

2. The disclosure is objected to because of the following informalities: the U.S. 
Patent Application numbers should be provided for paragraphs [01], [53] and [76]. 

Appropriate correction is required. 

Claim Objections 

3. Claim 1 is objected to because of the following informalities: In claim 1 , at line 4, 
"porting" should be changed to "portion". Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 



Application/Control Number: 09/870,478 
Art Unit: 2623 



Page 3 



only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

5. Claims 1, 3, 4, 6, 9 and 11-14 are rejected under 35 U.S.C. 102(e) as being 
anticipated by U.S. Patent 6,563,503 to Comair et al. (hereinafter "Comair"). 

As to claim 1 , Comair discloses a computer readable medium (e.g., column 3, 
lines 65-66) having a data structure thereon for storing an object (column 12, line 16), 
said data structure comprising: 

a first portion having a table, said table having blocks storing properties (column 

12, lines 28, 36); 

a second portion having an item, said item having an index that references one 
of said blocks (column 12, lines 60-61). 

As to claim 3, Comair disloses the computer readable medium according to claim 
1, wherein said object is a text object or a graphical object (column 12, lines 6-15). 

With regard to claim 4, Comair discloses the computer readable medium 
according to claim 1 , wherein said blocks have entries, said entries having at least one 
property (column 12, lines 28-42; Fig.12). 

With regard to claim 6, Comair that said data structure includes plural items, 
wherein the number of said plural items is greater than indices in said second portion 
since, for example, one index references an entire table with plural entries. 

As to claim 9, it is inherent that the data structure would be read. Thus, the step 
of reading a data structure is met by Comair. The step of determining if said data 
structure includes an index is implied by Compare because, for example, body 
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structures are linked to part components 436 within the parts table 434, which in turn 
are referenced by the body parts index 452 (column 12, lines 52-61 ). The step of 
associating a property block referenced by said index with an item would be inherent to 
the method because the index references blocks within the parts table. 

As to claim 1 1 . Comair discloses the method according to claim 9, further 

comprising the steps of. associating a default property with another item (column 12, 

lines 65-67). 

As to claim 12, Comair discloses a system for creating a data structure (column 

12, line 8) comprising: 

a processor (Fig.1 , within element 52; Fig.16, within the workstation or console); 

and, 

a storage (Fig.1 , element 56; Fig.16, within the workstation or console), 

said processor organizing an input item with a property and storing said input 
item with said property in a data structure in said storage (column 12, lines 36, 60-62). 

Regarding claim 13, Comair discloses the system according to claim 12, wherein 
said data structure contains an index and a property block (column 12, lines 36, 60-62). 

As to claim 14, Comair discloses a system for reading a data structure 
comprising: 

a storage having said data structure (Fig.1, element 56; Fig.16, within the 
workstation or console) said data structure including an item, a property stored in a 
property block and an index (column 12, lines 36 and 60-62); 
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a processor (Fig.1 , within element 52; Fig.16, within the workstation or console); 

and 

an output for outputting said item with said property (Fig.1 . element 58; Fig.16, 
element 58'), 

wherein said processor associates said item and said property through the 
reference to said property block by said index (column 12, line 60-62). 

6. Claims 1 , 3, 4 and 6 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Graphics Interchange Format, GIF89a Specification (hereinafter "the GIF 
Specification"). 

As to claim 1 , the GIF specification discloses a computer readable medium 
(section 5, the data stream is read from a file) having a data structure (the GIF89a 
format is a data structure) thereon for storing an object (the object is any kind of data 
falling within the scope of the raster graphic data described in section 5), said data 

structure comprising: 

a first portion having a table, said table having blocks storing properties (sections 
19, 21 or 22; the various fields of the color tables are blocks, and the sub-blocks of the 
table based image data are blocks); 

a second portion having an item, said item having an index that references one 
of said blocks (section 18c, "Background Color Index"; section 22a, the Table Based 
image data contains an index into the active color table; section 25c, "Text Foreground 
Color Index" or "Text Background Color Index"). 
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As to claim 3, the GIF specification disloses the computer readable medium 
according to claim 1 , wherein said object is a text object or a graphical object (section 

5). 

With regard to claim 4, the GIF specification discloses the computer readable 
medium according to claim 1 , wherein said blocks have entries, said entries having at 
least one property (note, for example, in section 19c, the fields, each with a byte entry 
for a particular color). 

With regard to claim 6, it is inherent in the GIF specification that said data 
structure includes plural items, wherein the number of said plural items is greater than 
indices in said second portion since, for example, one index references an entire table 
with plural entries. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
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under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

9. Claims 9, 11 and 12-14 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over the GIF specification. 

As to claim 9, the GIF specification does not explicitly disclose a method for 
reading the GIF data structure, although a number of things can be inferred from the 
given description. First, it is implied that the data structure would be read. Thus, the 
step of reading a data structure would have been obvious to one of ordinary skill in the 
art, based on the GIF specification. The step of determining if said data structure 
includes an index would have been obvious to one of ordinary skill in the art in view of 
the GIF specification because, for example, in section, 18c, regarding the "Background 
Color Index", the GIF specification states, "If the Global Color Table Flag is set to (zero), 
this field should be zero and should be zero and should be ignored." This implies that in 
the situation that the Flag is not zero, the field is not ignored (it would be read). The 
step of associating a property block referenced by said index with an item would be 
inherent to the method because the index references blocks within a color table, and the 
color table is inherently associated with the object being represented by the GIF, 

As to claim 1 1 , the GIF specification discloses the method according to claim 9, 
further comprising the steps of: associating a default property with another item (e.g., 
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the Global Color Table, section 19, is used by default for an image if there is no Local 
Color Table). 

Regarding claim 12, while the GIF specification discloses organizing an input 
item with a property and storing said input item with said property in a data structure 
(sections 19, 21 or 22) the reference does not disclose a system for creating the 
described data structure. However, it is clear that the data structure is intended to be 
created/read/utilized by computer-based systems (note for example, the specification is 
a "programming reference," section 4, the protocol is intended for "on-line transmission 
and interchange", section 5, and that the GIF data stream is "read from a file", section 
5). It would therefore have been obvious to one of ordinary skill in the art to implement 
a computer-based system for creating the data structure. Such a computer-based 
system would inherently include a processor, and, a storage, and the processor would 
perform the function described of organizing an input item with a property and storing 
said input item with said property in a data structure in said storage. 

As to claim 13, the GIF specification discloses the system according to claim 12, 
wherein said data structure contains an index and a property block (section 18c, 
"Background Color Index"; section 22a, the Table Based image data contains an index 
into the active color table; section 25c, "Text Foreground Color Index" or "Text 
Background Color Index"). 

With regard to claim 14, while the GIF specification discloses associating an item 
and a property through the reference to said property block by an index (section 18c, 
"Background Color Index"; section 22a, the Table Based image data contains an index 
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into the active color table; section 25c, "Text Foreground Color Index" or "Text 
Background Color Index"), the reference does not disclose a system for reading the 
described data structure. However, it is clear that the data structure is intended to be 
created/read/utilized by computer-based systems (note for example, the specification is 
a "programming reference," section 4, the protocol is intended for "on-line transmission 
and interchange", section 5, and that the GIF data stream is "read from a file", section 
5). It would therefore have been obvious to one of ordinary skill in the art to implement 
a computer-based system for reading the data structure. Such a computer-based 
system would inherently include a storage having said data structure, a processor, and 
an output for outputting said item with said property, and the processor would associate 
said item and said property through the reference to said property block by said index. 

10. Claims 2, 5, 7 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over the combination of the GIF specification and JOT - A Specification for an Ink 
Storage and Interchange Format (hereinafter "the JOT specification"). 

Regarding claim 2, the GIF specification does not disclose said object is an ink 
object. However, this is well known in the art as evidenced by JOT (e.g., the JOT 
Specification Overview section). Extending the capability of the GIF data structure to 
store an ink object would increase its versatility and usefulness, especially given the 
widespread use of electronic ink. Therefore, it would have been obvious to one of 
ordinary skill in the art to use the data structure described in the GIF specification to 
store an ink object. 
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As to claim 5, the GIF specification does not disclose that said item is an ink 
stroke. However, this is well known in the art as evidenced by JOT (e.g., see Reference 
Section 0.0). Extending the capability of the GIF data structure to store an ink stroke 
would increase its versatility and usefulness, especially given the widespread use of 
electronic ink. Therefore, it would have been obvious to one of ordinary skill in the art to 
use the data structure described in the GIF specification to store an ink stroke. 

Regarding claim 7, while the GIF specification discloses associating an index 
with a property block (section 18c, "Background Color Index"; section 22a, the Table 
Based image data contains an index into the active color table; section 25c, "Text 
Foreground Color Index" or "Text Background Color Index"), the reference does not 
disclose a method for creating a data structure for storing ink. However, it is clear that 
the data structure is intended to be created and read (note for example, the 
specification is a "programming reference," section 4, the protocol is intended for "on- 
line transmission and interchange", section 5, and that the GIF data stream is "read 
from a file", section 5). It would therefore have been obvious to one of ordinary skill in 
the art to implement a method for creating the data structure. The GIF specification 
also does not disclose storing ink. However, this is well known in the art as evidenced 
by JOT (see JOT Specification Overview). Extending the capability of the GIF data 
structure to store ink would increase its versatility and usefulness, especially given the 
widespread use of electronic ink. Therefore, it would have been obvious to one of 
ordinary skill in the art to use the data structure described in the GIF specification to 
store ink. The the combination of the GIF specification and the JOT specification would 
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receive at least one stroke (note e.g. the JOT specification, Reference Section 0.0); 
creating a table of at least one property block (the GIF specification, section 19); 
associating an index with said at least one stroke, said at least one stroke including an 
index to said at least one property block (the GIF specification, section 18c, 
"Background Color Index"; section 22a, the Table Based image data contains an index 
into the active color table; section 25c, "Text Foreground Color Index" or "Text 
Background Color Index", and the JOT specification). 

As to claim 10, see the remarks made above with respect to claim 5. 



Allowable Subject Matter 

1 1 . Claim 8 is objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 



Double Patenting 

1 2. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F 3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 
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Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

1 3. Claim 1 2 is provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claim 24 of copending 
Application No. 09/852799. Although the conflicting claims are not identical, they are 
not patentably distinct from each other because current claim 12 covers the same 
subject matter but with a broader recitation. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

References Cited 

14. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

U.S. Patent Application Publication 2002/0013795 A1 to Dresevie et al. discloses 
serial storage of ink and its properties. 

"The Handwritten Trie: Indexing Electronic Ink" by Aref et al. discloses a data 
structure for indexing electronic ink. 

"On Handling Electronic Ink" by Aref et al. discloses a technique for handling 

electronic ink. 

"Automatic Index Creation for Handwritten Notes" by Uchihashi et al. teaches a 
technique for creating an index for digital ink. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jon Chang whose telephone number is (703)305-8439. 
The examiner can normally be reached on M-F 8:00 a.m.-6:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Amelia Au can be reached on (703)308-6604. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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